Application No. 10/720,281 
Amendment dated December 19, 2006 
Reply to Office Action of September 19, 2006 



Docket No.: 2927-0 163P 
Page 12 of 19 



REMARKS 



The Examiner is thanked for the thorough examination of the application. No new matter 
is believed to be added to the application by this Amendment. 



The Examiner is thanked for withdrawing the restriction requirement and for examining 
all the claims of the present invention on the merits. 



Claims 1-30 are pending in the application. The claims have been amended to clarify 



1. Claims 2, 16, 17, 19, 20, 22 and 25 have been rejected under 35 U.S.C. §112, second 
paragraph as being indefinite. Applicants traverse. 

In paragraph 4 of the Office Action, the Examiner asserts that the specific inventions in 
the claims are unclear and queries the meaning of the term "establishes". However, the claims 
have been amended to clearly set forth the volume resistivity relationships, and the amended 
claims additionally do not use the term "establishes". 

Claims 2, 16, 17, 19, 20, 22 and 25 are thus clear, definite and have full antecedent basis. 
This rejection is overcome and withdrawal thereof is respectfully requested. 



Election Restriction 



Status Of The Claims 



their language. 



Rejections Under 35 U.S.C. §112, Second Paragraph 
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2. Claims 10-13 have been rejected under 35 U.S.C. §112, second paragraph as being 
indefinite. Applicants traverse. 

In paragraph 5 of the Office Action, the Examiner asserts that the term "low" in the 
recitation of "low-nitrile" is a relative term that renders the claim indefinite. However, this term 
is well known and would be recognized as such by one having ordinary skill in the art. As 
evidence thereof, please find attached a copy of page 238 of The Handbook of Rubber Industry 
(Fourth Edition) issued by the Society of Rubber Industry, Japan. An English translation of this 
excerpt is also attached. Table 3 in the translated excerpt clearly sets forth that low nitrile in 
NBR has no more than 24% of acrylonitrile. As a result, the concept of low nitrile rubber would 
be clear to one of ordinary skill. 

Claims 10-13 are thus clear, definite and have full antecedent basis. This rejection is 
overcome and withdrawal thereof is respectfully requested. 

3. Claim 10 has been rejected under 35 U.S.C. §112, second paragraph as being 
indefinite. Applicants traverse. 

In paragraph 6 of the Office Action, the Examiner asserts that claim 10 lacks full 
antecedent basis. However, claim 10 has been amended to address any deficiencies in 
antecedent basis. 

This rejection is overcome and withdrawal thereof is respectfully requested. 
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4. Claim 28 has been rejected under 35 U.S.C. §112, second paragraph as being 
indefinite. Applicants traverse. 

In paragraph 7 of the Office Action, the Examiner asserts that claim 28 is unclear, and 
that the disclosure in the specification indicates that the salt is kneaded or blended with a 
polymer that will form a discontinuous phase. The Examiner's comments have been considered, 
and claim 28 has been amended to conform with the disclosure in the specification and in 
accordance with the Examiner's understanding of the invention. 

Claim 28 is thus clear, definite and have full antecedent basis. This rejection is overcome 
and withdrawal thereof is respectfully requested. 

Rejection Under 35 U.S.C. §103(a) Over Harada 

Claims 1-30 have been rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Harada (U.S. Patent 6,697,587). Applicants traverse. 

The present invention pertains to a conductive member for use in an image-forming 
apparatus, formed from a conductive layer formed of a conductive polymer composition 
containing an ionic-conductive addition salt. Of the many embodiments of the invention, claim 1 
typically combines components such that a discontinuous phase is formed from an ionic- 
conductive addition salt and a polymer that has a high affinity for the ionic-conductive addition 
salt. 
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Harada pertains to a semiconductive rubber composition. In Harada, the salt is present in 
the continuous phase. Harada fails to disclose a salt being present in the discontinuous phase. 

In contrast, the present invention has the salt being present in the discontinuous phase. 
Therefore, in the present invention, even if an electric field is kept applied to the conductive 
polymer composition, the flow of the salt out of the discontinuous phase or out of the conductive 
polymer composition is suppressed. Thus, it becomes possible to obtain excellent conduction by 
addition of a small amount of the salt having a high conduction without separating out the salt to 
the surface or significantly increasing the electrical resistance. This aspect of the present 
invention is discussed in the specification at page 10, line 16 to page 12, line 20. 

Also, when the polymer phase is composed of an electroconductive polymer composition 
containing an electroconductive filler such as carbon black, and the continuous polymer phase is 
composed of the ionically conductive polymer composition (such as in Harada), it becomes 
difficult to avoid variations in the electrical resistance value in the conductive member. This 
aspect of the related art is discussed in the specification at page 2, lines 2-24. 

On the other hand, the present invention either uses a small amount of carbon black or 
does not use carbon black. That is, the present invention does not utilize electroconduction, such 
as in the technology of Harada. Therefore, the present invention can tolerate slight variations in 
electrical resistance inside the conductive member. 

Further, at page 5, lines 10-12 of the Office Action, the Examiner admits to at least one 
failure of Harada: "Harada generally teaches the components of the instantly claimed invention 
with the exception that the salt taught by Harada is present in the continuous phase rather than 
the discontinuous phase as instantly claimed." The Examiner than asserts that this aspect of the 
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present invention would be obvious to one of ordinary skill. However, the Examiner has failed to 
point out where in the single reference of Harada itself resides the teaching or suggestion to have 
the salt in the discontinuous phase. 

To establish a prima facie case of obviousness, "the prior art reference (or references 
when combined) must teach or suggest all the claim limitations." MPEP §2143. In addition, if a 
reference needs to be modified to achieve the claimed invention "there must be a showing of a 
suggestion or motivation to modify the teachings of that reference to the claimed invention in 
order to support the obviousness conclusion." Sibia Neurosciences Inc. v. Cadus Pharmaceutical 
Corp., 225 F.3d 1349, 55 USPQ2d 1927 (Fed. Cir. 2000). 

As a result, one of ordinary skill in the art would not be motivated by the single reference 
of Harada to produce claim 1 of the present invention. A prima facie case of obviousness has 
thus not been made. Claims depending upon claim 1 are patentable for at least the above 
reasons. 

Yet further, even if one assumes arguendo that the single reference of Harada is 
sufficient to allege unpatentability, this unpatentability would be fully rebutted by the 
unexpected results for the present invention. These unexpected results are typified by Figure 6 
of the application, which is reproduced below. 
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9.0 




Example 1 in Figure 6 is a polymer composition according to the present invention. 
Comparison Example 2 used a lithium salt capable of distributing to the continuous phase (See 
specification at page 90 ? lines 15-22). As shown in Figure 6, the electric resistance rose 
outstandingly during successive energizations in Comparison Example 2. In contrast, the 
resistance rose slightly in Example 1. As a result, Figure 6 demonstrates that there is a 
substantial difference in electrical resistance between the present invention and the related art 
typified by Harada. The unexpected results of the present invention are thus clear and fully rebut 
any unpatentability that can be alleged. 

This rejection is overcome and withdrawal thereof is respectfully requested. 

Information Disclosure Statement 

The Examiner is thanked for considering the Information Disclosure Statement filed 
January 8, 2004 and for making the initialed PTO-1449 form of record in the application in the 
Office Action mailed September 19, 2006. 
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Prior Art 

The prior art cited but not utilized by the Examiner indicates the status of the 
conventional art that the invention supersedes. Additional remarks are accordingly not 
necessary. 



Foreign Priority 

The Examiner has acknowledged foreign priority in the Office Action mailed September 
9, 2005. 

The Drawings 

The Examiner is respectfully requested to indicate whether the drawing figures are 
acceptable in the next official action. 



ADM/REG/ktp 



Application No. 10/720,281 
Amendment dated December 19, 2006 
Reply to Office Action of September 19, 2006 



Docket No.: 2927-0 163P 
Page 19 of 19 



Conclusion 

The Examiner's rejections has been overcome, obviated or rendered moot. No issues 
remain. It is believed that a full and complete response has been made to the Office Action. The 
Examiner is accordingly respectfully requested to place the application in condition for 
allowance and to issue a Notice of Allowability. 

Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact the undersigned below, to conduct 
an interview in an effort to expedite prosecution in connection with the present application. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future replies 
to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37.C.F.R. §§1.16 or 1.14; particularly, extension of time fees. 
Dated: December 19, 2006 Respectfully submitted, 




Attachment: Handbook of Rubber Industry p. 238 and English Translation 
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Extract from "The Handbook of Rubber Industry ( the forth edition)' 1 issued by The 
Society of Rubber Industry . Japan 

8.3.1 Nitrile content of NBR, HNBR 

Acrylonitrile content of NBR is produced in the range of 15-53 mass%. Though 
there is no classification way standardized by nitrile content of NBR, generally it is 
being classified by being named as low nitrile, medium nitrile, medium high nitrile, 
high nitrile and very high nitrile from the order which the nitrile amount is small in 
(table 8-3). 



Table 8-3 The name of NBR 



Name 


Acrilonitrile amount 


Low nitrile 


not more than 24% 


Medium nitrile 


25—30% 


Medium high nitrile 


31~35% 


High nitrile 


36~42% 


Very high nitrile 


not less than 43% 



The number of NBR of the nitrile amount of 31~37% occupies 40% of the whole 
number of NBR in the market. The number of NBR of the nitrile amount of 33% is 
particularly large in the market, and it will be a standard kind. 

With the increase in bound acrylonitrile of NBR, the oil-resistance improves, and 
the cold-resistance declines. Thus, there is a conflicting relationship between the oil- 
resistance and the cold-resistance. 

The relationship between nitrile amount of NBR and that glass transition point is 
shown as the following numerical formula. 
Tg =-85+1. 4A 
A ; acrylonitrile amount 



